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DETAILED ACTION 

1 . This action is responsive to communications: Amendment, filed 01/1 3/2007. 

2. Claims 1. 8, 11-13, 21, 24, 26. 27, 35, 38 and 40-44 are pending in the case. 
Claims 1,13, 27, 41, and 43 are independent claims. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 8, 11-13, 21, 24, 26, 27, 35, 38 and 40-44 are rejected under 35 
U.S.C. 102(e) as being anticipated by Moran, U.S. Patent No. 6,509,912, issued 
January 2003. 

Regarding independent claim 1, Moran teaches domain objects, 
programmatically equivalent to the claimed property values, which are context specific 
representations of information that are used in a freeform graphics system (Abstract, 
Figs. 22 and 26, col. 2, 1. 28-57; col. 13, 1. 13-col. 14, 1. 23; claim 1), and that domain 
objects are represented in the system by a graphic object, i.e., icon, representing an 
instance of the domain object. Moran teaches that the system receives a property value 
of a document or file on the system in electronic ink format (col. 21 , 1. 25-51 ; col. 22, 1. 
8-23). Moran teaches that the property value is received as part of a file or document 



Application/Control Number: 10/690,669 Page 3 

Art Unit: 2176 

save operation because Moran teaches that system operations can be associated with 
user actions and the class definition of a domain object (col. 9, 1. 50-coL 10, 1. 10), 
therefore Moran inherently discloses that the domain objects, i.e., property values may 
be received as part of a file or document save operations. Compare to claim 1 , an input 
system that receives in electronic ink format a property value of a document or file on 
or accessible by the computer system as part of a file or document save operation. 

Moran teaches a storage, access, and rendering system for the domain objects 
(col. 6, 1. 20-coL 7, 1. 25), compare to claim 1, a storage system that stores the property 
value of the document or file in electronic ink format; and an ink access system that 
allows the operating system to access the stored property value in electronic ink format; 
and a rendering system for rendering the stored property value in electronic ink format 

Moran teaches that the property value in electronic ink format includes an 
electronic ink title for the document or file (col. 13, 1. 13-col. 14, 1. 23; especially col. 14, 
I. 5-6; col. 21, 1. 52-60), and that the title may be rendered as part of a file list operation 
(col. 10, 1. 60-col. 11,1.31). Moran teaches that the title may be rendered as part of a 
file preview operation (col. 13, 1. 20-29), since Moran discloses that the user may 
expand the information about a domain object by double tapping on the icon, this will 
result in another layout of the domain object being displayed as an overlay, i.e., file 
preview. 

Regarding dependent claim 8, Moran teaches that the input system is activated 
in response to a command from an application program requesting activation of 
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electronic ink input witli respect to at least one document or file in the application 
program, since Moran teaches that the freefomi editing program requests activation of 
electronic ink input with respect to documents or files in the program (col. 6, 1. 20-col. 7, 
I. 25). 

Regarding dependent claims 11 and 12, Moran teaches that the input system 
receives from a user a change to the property value in electronic ink format associated 
with the document or file (col. 13, 1. 13-col. 14, 1. 23; claim 1), and that the property 
value in electronic ink format includes an electronic ink title (col. 13, 1. 13-col. 14, 1. 23; 
especially col. 14, 1. 5-6; col. 21 , 1. 52-60). 

Regarding independent claim 13, claim 13 reflects the methods implemented 
by the system as claimed in claim 1, and is rejected along the same rationale; 

Regarding dependent claim 21, 24, and 26, claims 21 , 24, and 26 reflect the 
methods implemented by the system as claimed in claims 8, 11, and 12, respectively, 
and are rejected along the same rationale. 

Regarding independent claim 27, claim 27 reflects the computer-readable 
medium including computer-executable instructions used by the system as claimed in 
claims 1 , 8, and 9, and is rejected along the same rationale. 
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Regarding dependent claims 35, 38, and 40, claims 35, 38, and 40 reflect the 
computer-readable medium including computer-executable instructions implemented by 
the system claimed in claims 8, 1 1, and 12, respectively, and are rejected along the 
same rationale. 

Regarding independent claim 41, Moran teaches domain objects, 
programmatically equivalent to the claimed property values, which are context specific 
representations of information that are used in a freeform graphics system (Abstract, 
Figs. 22 and 26, col. 2, 1. 28-57; col. 13, 1. 13-col. 14, 1. 23; claim 1). and that domain 
objects are represented in the system by a graphic object, i.e., icon, representing an 
instance of the domain object. Moran teaches that the system receives a property value 
of a document or file on the system in electronic ink format (col. 21 , 1. 25-51 ; col. 22, 1. 
8-23). Moran teaches that the property value is received as a command because 
Moran teaches that system operations can be associated with user actions and the 
class definition of a domain object (col. 9, 1. 50-col. 10, 1. 10), compare to claim 41, 
sending a command from an application program to an operating system, wt)erein 
the command requests activation of an electronic ink entry region for changing a 
. property value stored in electronic ink format of a document or file on the application 
program. Moran teaches a storage, access, and rendering system for the domain 
objects (col. 6, 1. 20-col. 7, 1. 25), compare to claim 41 , receiving the command in the 
operating system; sending a user interface including the electronic ink entry region to 
the application program. Moran teaches displaying the user interface including the 
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electronic ink entry region with the property value in electronic ink format, the 
electronic ink entry region adapted to receive electronic ink input to change the property 
value stored in electronic ink format of the document or file (Col. 8, 1. 24-61; Fig. 12). 

Regarding dependent claim 42, Moran teaches that the command is sent 
from the application program to the operating system as part of a call requesting return 
of the user interface and activation of a process for changing the property value stored 
in electronic ink format of the document or file present on the application program, 
since Moran teaches calls requesting return of the user interface and activation of a 
process for changing the property value sent from the application program to the 
database and operating system (col. 6, 1. 20-col. 7, 1. 25). 

Regarding independent claim 43 and dependent claim 44, claims 43 and 44 
reflect the computer readable medium including computer executable instructions used 
for implementing the methods as claimed in claims 41 and 42, and are rejected along 
the same rationale. 

Response to Arguments 

Applicants' arguments filed 01/31/2007 have been fully considered but they are 
not persuasive. While applicants argue that the claimed "property value" (Claim 13, 1. 2), 
is not equivalent to the domain objects disclosed by Moran (Remarks, p. 6-7), it is 
respectfully noted that the term "property value" is not defined anywhere in the 
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Specification, and the word "property" is used twice in the specification in two different 
contexts, therefore the claimed term must be Interpreted. The claims must be given the 
broadest reasonable interpretation in light of the specification. 
MPEP 2106 cites (emphasis added): 

USPTO personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure. In re Morris, 127 F.3d 1048, 
1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997). Limitations appearing in 
the specification but not recited in the claim should not be read into the claim. E- 
Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364. 1369, 67 USPQ2d 1947. 1950 
(Fed. Cir. 2003) (claims must be interpreted "in view of the specification" without 
importing limitations from the specification into the claims unnecessarily). In re 
Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-551 (CCPA 1969). See 
also In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) 
("During patent examination the pending claims must be interpreted as broadly 
as their terms reasonably allow.... The reason is simply that during patent 
prosecution when claims can be amended, ambiguities should be recognized, 
scope and breadth of language explored, and clarification imposed.... An 
essential purpose of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncertainties of claim 
scope be removed, as much as possible, during the administrative process."). 

Where an explicit definition is provided by the applicant for a term, 
that definition will control interpretation of the term as it is used in the 
claim. Toro Co. v. White Consolidated Industries Inc., 199 F.3d 1295, 1301, 
53 USPQ2d 1065, 1069 (Fed. Cir. 1999) (meaning of words used in a claim is 
not construed in a "lexicographic vacuum, but in the context of the 
specification and drawings."). Any special meaning assigned to a term 
"must be sufficiently clear in the specification that any departure from 
common usage would be so understood by a person of experience in the 
field of the invention." Multiform Desiccants Inc. v. Medzam Ltd., 133 F.Sd 
1473, 1477, 45 USPQ2d 1429, 1432 (Fed. Cir. 1998). See also MPEP § 
2111.01. 

If the applicant asserts that a term has a meaning that conflicts with 
the term's art-accepted meaning, USPTO personnel should encourage the 
applicant to amend the claim to better reflect what applicant intends to 
claim as the invention. If the application becomes a patent, it becomes 
prior art against subsequent applications. Therefore, it is important for later 
search purposes to have the patentee employ commonly accepted 
terminology, particularly for searching text-searchable databases. 
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In this case, it is the examiner's opinion that as claimed, the scope of claims 1 , 8, 
11-13, 21, 24, 26, 27, 35, 38 and 40-44 is sufficiently broad that each and every 
limitation of the claimed invention is disclosed by Moran, and therefore the claim 
rejections should be maintained. It is the examiners opinion that the domain objects 
disclosed by Moran are programmatically equivalent to the claimed property values, 
which are context specific representations of information that are used in a freeform 
graphics system (Abstract, Figs. 22 and 26, col. 2, 1. 28-57; col. 13, 1. 13-col. 14, 1. 23; 
claim 1). 

While applicants argue that display of the attribute value is not part of a 
document object preview operation (Remarks, p. 7), the examiner disagrees. A 
"preview" operation is not defined anywhere in applicants' Specification, however, the 
Specification does list view operations of files with ink titles (Specification, p. 25, par. 
73), which are equivalent to the operations disclosed by Moran and discussed in the 
rejections of claim 1 , above. 

In response to applicants' arguments regarding independent claim 41 (Remarks, 
p. 8), a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 



Application/Control Number: 10/690,669 Page 9 

Art Unit: 2176 

Conclusion 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amelia Rutledge whose telephone number is 571-272- 
7508. The examiner can normally be reached on Monday - Friday 9:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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